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Period for Reply 
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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time maybe available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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3) n Since this application is in condition for allowance except for formal nnatters, prosecution as to the merits is 
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Application Papers 
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Replacement drawing sheet(s) including the con-ectlon is required if the drawjng(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. PatentabiHty shall not be negatived by the 
manner in which the invention was made. 

Claims 1-7 and 33-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eastman et al (U.S. Patent 4,465,702), in view of Rose et al. (U.S. Patent 6,284,359). Regarding 
Claim 1, Eastman et al, hereafter "Eastman," show that it is known to carry out a process for 
preparing a cold-water extruded starch product that is substantially completely soluble [and] has 
a solubility of greater than 90% in water at 25°C (Abstract; Column 7, lines 32-34), the process 
comprising providing a starch (Column 6, lines 55-61); continuously forming the starch in an 
apparatus having at least first and second zones, said first zone being upstream fi*om said second 
zone, the temperature in said first zone being insufficient to gelatinize said stai'ch and the 
temperature in said second zone being sufficient to gelatinize said staixh (Column 9, lines 50-57; 
Column 1 1, Hnes 35-40), said starch being processed in the presence of total moisture in the 
apparatus no greater than 25% by weight of said starch (Column 9, lines 35-37, 63-64). Eastman 
does not give a specific starch, nor does he specify an extruder as his continuous foirning 
apparatus. Rose et al., hereafter "Rose," show that it is known to carry out a method for 
preparing a cold water soluble extruded starch product (Abstract), including providing a 
hydroxyalkyl starch, said starch being derivatized with a hydroxyalkyl substituent having from 2 
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to 6 carbon atoms (Column 4, lines 6-12), extruding said starch in an extruder, said extruder 
having a barrel, a die and at least one rotating shaft, said bairel having at least first and second 
zones, said first zone being upstream from said second zone, the temperature in said first zone 
being insufficient to gelatinize said starch, and the temperature in said second zone being 
sufficient to gelatinize said starch (Column 4, lines 33-56, 62-67; Column 5, lines 1-10), and 
controlling the rotational speed of said shaft to impart a specific mechanical energy to said starch 
sufficient to result in a soluble extruded starch product that is capable of extrusion through said 
die at said rotational speed (Column 5, lines 1 1-47, 62-67; Column 6, lines 1-16). Rose and 
Eastman are combinable because they are concerned with a similar technical field, namely, 
continuous processes which form soluble starch products. It would have been prima facie 
obvious to one of ordinary skill in the art at the time the invention was made to use Rose's 
specific starch and extrusion process as elements in Eastman's continuous process of forming 
cold-water soluble starch products in order to obtain a product with specific starch characteristics 
and utilize the current extrusion technology. 

Regarding Claim 2, Eastman shows the process as claimed as discussed in the rejection 
of Claim 1 above, includirig a process wherein the moisture m said bairel not exceeding 22.5% 
by weight of said starch (Column 9, lines 35-37, 63-64; ; Column 14, lines 15, 49-50), meeting 
applicant's claim. 

Regarding Claim 3, Eastman shows the process as claimed as discussed in the rejection 
of Claim 1 above, including a process wherein the moisture in said ban el not exceeding 20% by 
weight of said starch (Column 9, lines 35-37, 63-64; ; Column 14, lines 15, 49-50), meeting 
appUcant's claim. 
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Regarding Claim 4, Eastman shows the process as claimed as discussed in the rejection 
of Claim 1 above, including a process wherein the moisture in said ban el not exceeding 17.5% 
by weight of said starch (Column 9, lines 35-37, 63-64; ; Column 14, lines 15, 49-50), meeting 
apphcant's claim. 

Regarding Claim 5, Eastman shows the process as claimed as discussed in the rejection 
of Claim 1 above, including a process further comprising the step of drying the formed starch 
product to a moisture content below about 15% to form a dried product (Column 14, lines 60- 
62), meeting applicant's claim. 

Regarding Claim 6, Eastman shows the process as claimed as discussed in the rejection 
of Claims 1 and 5 above, including a process wherein said staixh product [is] dried to a moisture 
content between about 9% and about 12% (Column 14, lines 60-62), meeting applicant's claim. 

Regarding Claim 7, Eastman shows the process as claimed as discussed in the rejection 
of Claims 1, 5, and 6 above, but does not show a step of grinding the dried product. Rose shows 
that it is known to carry out a method of forming a cold water soluble product, including the step 
of cutting the extrudate to a desired length (Column 6, lines 10-11; It is noted that this would 
suggest a grinding process, if the desired length was deteimined to be that of a small particle.). It 
would have been prima facie obvious to one of ordinary skill in the art at the time the invention 
was made to include Rose's cutting (i.e. grinding) step in Eastman's process in order to obtain a 
starch product of a predetermined length. 

Regarding Claim 33, Eastman shows a process for preparing a coated food product 
(Abstract), comprising providing a food substrate (Column 1, lines 14-35); providing a seasoning 
adherence solution (Column 1, lines 36-46); applying said seasoning solution to said food 
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product in a manner effective to cause seasoning in said solution to adhere to said food substrate, 
said seasoning adherence solution having been prepared by mixing water, an extruded starch 
product, and a seasoning to form said solution (Column 1, lines 36-62), said product having been 
formed by a process comprising providing a starch (Column 6, Hues 55-61); continuously 
forming the starch in an apparatus having at least first and second zones, said first zone being 
upstream from said second zone, the temperature in said first zone being insufficient to gelatinize 
said starch and the temperature in said second zone being sufficient to gelatinize said starch 
(Column 9, lines 50-57; Column 1 1, lines 35-40), said starch being processed in the presence of 
total moisture in the apparatus no greater than 25% by weight of said starch (Column 9, hues 35- 
37, 63-64), said process including the step of controlling the continuous apparatus to result in a 
soluble extruded starch product that has a solubility greater than 90% in water at 25°C (Column 
7, lines 32-34; Table II, Example 2). Eastman does not give a specific starch, nor does he 
specify an extruder as his continuous forming apparatus. Rose shows that it is known to carry 
out a method for preparing a cold water soluble extruded starch product (Abstract), including 
providing a hydroxyalkyl starch, said starch being derivatized with a hydroxyalkyl substituent 
having from 2 to 6 cai'bon atoms (Column 4, lines 6-12), extruding said starch in an extruder, 
said extruder having a barrel, a die and at least one rotating shaft, said bairel having at least first 
and second zones, said first zone being upstream from said second zone, the temperature in said 
first zone being insufficient to gelatinize said starch, and the temperature in said second zone 
being sufficient to gelatinize said starch (Column 4, lines 33-56, 62-67; Column 5, lines 1-10), 
and controlling the rotational speed of said shaft to impait a specific mechanical energy to said 
starch sufficient to result in a soluble extruded starch product that is capable of extrusion through 
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said die at said rotational speed (Column 5, lines 1 1-47, 62-67; Column 6, lines 1-16), It would 
have been prima facie obvious to one of ordinary skill in the art at the time the invention was 
made to use Rose's specific starch and extrusion process as elements in Eastman's continuous 
process of forming cold-water soluble starch products in order to obtain a product with specific 
starch characteristics and utilize the current extrusion technology. 

Regarding Claim 34, Eastman shows the process as claimed as discussed in the rejection 
of Claim 33 above, including a process wherein the moisture in said bairel not exceeding 22.5% 
by weight of said starch (Column 9, lines 35-37, 63-64; ; Column 14, lines 15, 49-50), meeting 
applicant's claim. 

Regarding Claim 35, Eastman shows the process as claimed as discussed in the rejection 
of Claim 33 above, including a process wherein the moisture in said bairel not exceeding 20% by 
weight of said starch (Column 9, lines 35-37, 63-64; ; Column 14, lines 15, 49-50), meeting 
apphcant's claim. 

Regarding Claim 36, Eastman shows the process as claimed as discussed in the rejection 
of Claim 33 above, including a process wherein the moisture in said bairel not exceeding 17.5% 
by v/eight of said starch (Coluiim 9, lines 35-37, 63-64; ; Column 14, lines 15, 49-50), meeting 
applicant's claim. 

Claims 37 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eastman and Rose, as applied to claims 1 and 33, respectively, above, further in view of Hansen 
et al (U.S. Patent 2,464,081). 
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Regarding Claim 37, Eastman shows the process as claimed as discussed in the rejection 
of Claim 1 above, but he does not show a cold water solubility of at least 99%. Hansen et al., 
hereafter "Hansen," show that it is known to carry out a continuous process of making a cold 
water soluble starch product, said starch having a solubility of at least 99% in water at 25°C 
(Figure 1; Column 5, hues 53-63). Hansen and Eastman ai'e combinable because they are 
concerned with a similar technical field, namely, continuous processes which form soluble starch 
products. It would have been prima facie obvious to one of ordinai'y skill in the art at the time 
the invention was made to require Hansen's specific starch solubility during Eastman's 
continuous process of forming cold-water soluble starch products in order to obtain a product 
which satisfies predetermined solubility specifications. 

Regarding Claim 38, Eastman shows the process as claimed as discussed in the rejection 
of Claim 33 above, but he does not show a cold water solubility of at least 99%. Hansen shows 
that it is known to carry out a continuous process of making a cold water soluble starch product, 
said starch having a solubility of at least 99%t in water at 25°C (Figure 1; Column 5, lines 53-63). 
It would have been prima facie obvious to one of ordinai*y skill in the art at the time the 
invention was made to require Hansen's specific starch solubility during Eastman's continuous 
process of forming cold-water soluble starch products in order to obtain a product which satisfies 
predetermined solubility specifications. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public poHcy (a pohcy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
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Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cii-. 1985); In re Van Omum, 686 
R2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All R2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutoiy double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR L 130(b). 

Effective January 1, 1994, a registered attomey or agent of record may sign a tenninal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 1-4 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-4 of copending 
Application No. 10/687498. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because it would have been prima facie obvious to one of 
ordinary skill in the art at the time the invention was made to forai a film from a starch solution, 
as claimed in the '498 application, during the instantly-claimed process in order to form flat 
consumer products. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



Response to Arguments 
Applicant's arguments, see the paper filed 22 November 2004, with respect to the 
rejection(s)of claim(s) 1-7 and 33-38 under van Lengerich and Rose have been fully considered 
and are persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of Eastman and Rose. 
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Conclusion 



Any inquiry concerning this communication or earlier communications fi'om the 
examiner should be directed to Monica A Fontaine whose telephone number is 571-272-1 198. 
The examiner can normally be reached on Monday-Friday 7:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Colaianni can be reached on 571-272-1 196. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an appHcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Maf 

January 27, 2005 
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